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DETAILED ACTION 



1 . This action is responsive to the amendment (Paper # 4) filed on January 27, 2004. 
Claims 1-6, 8-11 and 13-18 remain pending. Claims 7 and 12 have been cancelled. Claim 19 
has been added. 

2. Claims 1-6, 8-1 1 and 13-19 are presented for further examination. 



3. The corrected drawing for figure 1 was received on January 27, 2004. The drawings are 
now acceptable. 



4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5. Claims 1-6, 8-1 1 and 13-19 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-22 of U.S. Patent No. 



Drawings 



Double Patenting 
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6,684,088. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because they both recite analogous methods for helping to display e-mail 
messages on low bandwidth devices by separating the e-mail message into portions. 

For example, claim 1 of the present invention calls for retrieving and downloading an 
attachment, after which, a message is prepared containing a link to the second portion, sent to the 
client and displayed. The user then can request the second portion, upon which it is decoded and 
sent to the client. Claims 1-21 of U.S. 6,684,088 recite an analogous method which provides an 
e-mail message with an attachment, upon which the message is divided into a plurality of 
portions. A first portion, sent to the client, contains navigation options, one of which is a link to 
request another portion, i.e. attachment. In addition, the decoding is performed on the e-mail 
message. While U.S. 6,684,088 does not explicitly recite retrieving the message from the server 
and downloading the attachment, these limitations are obvious in order to retrieve and view an 
attachment and e-mail message. Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of the applicant's invention to download and retrieve messages and 
attachments from a server in order to be able to view them. 



Claim Rejections - 35 USC § 102 
1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 14-15 and 17 are rejected under 35 U.S.C. 102(e) as being anticipated by Pollack 
(U.S. 6,505,236). 

With respect to claim 14, Pollack teaches a system for selectively downloading a multi- 
part e-mail message for a user, the multi-part e-mail message including at least one attachment, 
the attachment being encoded, the system comprising: 

a. An e-mail server for receiving the multi-part e-mail message [Pollack -- Figure 1 
(receiving portal) and Col. 4 lines 3-7]; 

b. An e-mail proxy in communication with said e-mail server for receiving at least 
attachment information about the multi-part e-mail message [Pollack — Col. 5 lines 17- 
19 - Handle generator receives file name and location, i.e. attachment information, 
of attachment], and for preparing a formatted message containing a link to the 
attachment [Pollack -- Figure 2 items 104 and 112, Col. 4 lines 27-29, Col. 5 lines 19- 
22 and 28-32 and Col. 7 lines 7-11 - Proxy, generates handle information, i.e. link, 
from attachment information and formats message to include e-mail body and 
handle, i.e. link]; and 

c. An e-mail client in communication with said e-mail proxy for receiving said 
formatted message and for displaying said formatted message to the user [Pollack -- Col. 
5 lines 44-45 - User downloads message for the purpose of viewing mail item on his 
device], such that the attachment is displayed to the user after the user selects said link 
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[Pollack Col 5 lines 17-22 and lines 47-50 - User downloads message using e-mail 
client, views appended message, and can view attachment by clicking on link]. 

With respect to claim 15, Pollack further teaches wherein said e-mail proxy downloads 
the attachment with said attachment information [Pollack -- CoL 4 lines 3-7 and Col. 5 lines 17- 
19 - Attachment is downloaded, which is used to get information, i.e. from header, to 
append to e-mail message as handle, i.e. link. Attachment information, such as filenames, 
comes from the header of the file, i.e. attachment. This is obvious as the content header for 
an attachment contains information, such as filename, etc.]. 

With respect to claim 17, Pollack further teaches wherein the multi-part e-mail message 
contains a text-part, and said formatted message includes said text-part [Pollack -- Col. 1 lines 
59-62 and CoL 5 lines 30-32 - Appended message contains handle and e-mail body without 
attachment]. 



Claim Rejections - 35 USC §103 
3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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4. Claims 1-6, 8, 10-1 1, 13 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pollack (U.S. 6,505,236) in view of Pizano et al. (U.S. 6,105,055). 

Regarding claim 1, Pollack teaches the invention substantially as claimed, selectively 
downloading a multi-part e-mail message to an e-mail client operated by a user from an e-mail 
server, the multi-part e-mail message including at least one attachment [Pollack -- Abstract], the 
attachment being encoded, the method comprising: 

retrieving said at least one attachment information for the multi-part e-mail message from 
the e-mail server [Pollack - Col. 5 lines 17-19 - Handle generator receives file name and 
location, i.e. attachment information, of attachment]; 

downloading said at least one attachment of the multi-part email message from said email 
server [Pollack - Figure 1 (receiving portal - 12), Figure 2 item 102, Col. 4 lines 5-8 and 
Col. 7 lines 1-3 - Mail storage system receives e-mail message from e-mail server along with 
the attachment]; 

preparing a formatted message for sending to the e-mail client, said formatted message 
containing a link to at least one downloaded attachment, such that the attachment is not sent to 
the e-mail client [Pollack -- Figure 2 items 104 and 112 and Col 5 lines 19-22 and 28-32 - 
Formatted message, containing link to downloaded attachment, is created without 
including the stripped attachment]; 

sending said formatted message to the e-mail client [Pollack — Figure 2 item 112, Col. 5 
lines 30-32 and Col. 7 lines 7-11 - Formatted message is sent to recipient without 
attachment]; 
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displaying said formatted message to the user by the e-mail client [Pollack Col. 5 lines 
44-45 - User downloads message for the purpose of viewing mail item on his device]; 

requesting said at least one attachment by said e-mail client [Pollack — Col. 5 lines 47-50 
- Once formatted message, i.e. appended electronic mail item, is downloaded, user can 
choose to download attachment by clicking on the handle, i.e. link]; and 

sending said requested attachment to said e-mail client [Pollack Col. 5 lines 54-56 and 
61-67 - Attachment can be downloaded in a streaming format to user from the 
system/server acting as an intermediary storing the attachment]. 
Pollack fails to teach decoding the attachment. 

Pizano, however, teaches a delayed conference manager which downloads the e-mail and 
decodes the attachments [Pizano -- Col. 4 lines 46-47 - Attachment in E-mail message is 
decoded before user is allowed to view attachment]. 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate the decoding of mail items, i.e. e-mail and attachments, as taught by Pizano into 
the invention of Pollack, in order to ensure that the user will be able to view the attachment by 
having the server decode it rather than relying on each machine hopefully having the ability to 
decode the attachment. 

Regarding claim 2, Pollack-Pizano further teach wherein said attachment information 
includes the entirety of the multi-part e-mail message [Pollack -- Col. 5 lines 28-36 - Handle, 
i.e. attachment information, along with rest of message, excluding attachment, makes up 
the appending electronic mail message, i.e. formatted message], such that said preparing a 
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formatted message [Pollack — Figure 2 items 104 and 112 and Col 5 lines 19-22 and 28-32 - 
Formatted message, containing link to downloaded attachment, is created without 
including the stripped attachment] further comprises the separating the multi-part e-mail 
message into a plurality of portions, including at least a first portion containing the attachment 
[Pollack -- Figure 2, Col. 4 lines 25-29 and Col. 7 lines 3-4 - Entire mail message is 
retrieved from server upon which it is parsed, extracting the attachment from the message, 
i.e. separated]. 

Regarding claim 3, Pollack-Pizano further teach wherein the multi-part e-mail message 
includes a text-part, such that said preparing a formatted message further comprises the 
separating the multi-part e-mail message into a second portion containing said text-part [Pollack 
- Col. 1 lines 59-67, Col. 4 lines 25-29 and Col. 7 lines 3-4 - After attachment is detached, 
i.e. separated, the body of the e-mail, i.e. text portion or second portion, remains], and 
wherein said preparing a formatted message includes adding said second portion to said 
formatted message [Pollack -- Col. 5 lines 28-32 and Col. 7 lines 7-11 - Appended mail item 
includes handle, i.e. link to attachment, and text/body of original mail message, i.e. second 
portion]. 

Regarding claim 4, Pollack-Pizano further teach wherein said requesting said at least one 
attachment by said e-mail client further comprises selecting said link by the user from said 
formatted message [Pollack -- Col. 5 lines 17-22 and 47-50 and - Once formatted message, 
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i.e. appended electronic mail item, is downloaded, user can choose to download attachment 
by clicking on the handle, i.e. link]. 

Regarding claim 5, Pollack-Pizano further teach wherein said downloading at least one 
attachment from said email server for viewing by the user is performed in a streamed manner 
[Pollack -- Col. 5 lines 61-67 - Attachment can be downloaded in a streaming format to the 
recipient]. 

Regarding claim 6, Pollack-Pizano further teach: 

providing a Web browser for interacting with the user [Pollack — Col. 5 lines 56-59 - 
User accesses attachment retriever via web browser]; and 

displaying said attachment by said Web browser, such that said downloading said 
attachment is performed according to HTTP [Pollack -- Col. 56-67 - Attachment is 
downloaded using browser, which obviously uses the well-known and widely used HTTP 
and HTML services, to access server and retrieve/view attachment in browser window]. 

Regarding claim 8, Pollack-Pizano further teach wherein said attachment information is a 
header for the attachment [Pollack -- Col. 5 lines 17-19 - Attachment information, such as 
filename, come from the header of the file, i.e. attachment. This is obvious as the content 
header for an attachment contains information, such as filename, etc.]. 
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Regarding claim 10, Pollack-Pizano teach the invention substantially as claimed, wherein 
said downloading said attachment from said email server includes decoding said attachment 
[Pizano — Col. 4 lines 46-47 - Attachment in E-mail message is decoded before user is 
allowed to view, i.e. download, the attachment]. 

Regarding claim 11, Pollack-Pizano further teach the method further comprising: 
downloading said attachment from proxy to client in a streamed manner for viewing by 
the user [Pollack — Col. 5 lines 61-67 - Attachment can be downloaded in a streaming 
format to user from the system/server acting as an intermediary, i.e. proxy, storing the 
attachment]. 

Regarding claim 13, Pollack-Pizano further teach wherein said retrieving at least one 
attachment information from said multi-part email message includes providing an e-mail proxy 
for communicating with the e-mail server and with the e-mail client, such that said retrieving 
said attachment, said downloading said attachment, said preparing said formatted message and 
said sending said formatted message are performed by said e-mail proxy [Pollack -- Figure 1 
and Col. 4 lines 3-7, Col. 5 lines 28-36 and Col. 7 lines 1-11 - Intermediary system, i.e. 
proxy, contains receiving portal for receiving and storing the message, which includes 
retrieving and downloading the attachment, preparing the formatted message, i.e. 
appended electronic mail message, along with transmitting portal for sending the appended 
message to the client without the attachment]. 
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Regarding claim 18, Pollack teaches the invention substantially as claimed, as 
aforementioned in claim 14 above, but fails to teach wherein the e-mail proxy downloads and 
decodes the attachment before it is sent to the e-mail client. 

Pizano, however, teaches this limitation substantially as claimed, wherein the e-mail proxy 
downloads and decodes the attachment before it is sent to the e-mail client [Pizano Col. 4 
lines 46-47]. 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate the decoding of mail items, i.e. e-mail and attachments, as taught by Pizano into 
the invention of Pollack, in order to ensure that the user will be able to view the attachment by 
having the server decode it rather than relying on each machine hopefully having the ability to 
decode the attachment. 



5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pollack (U.S. 
6,505,236) and Pizano et al. (U.S. 6,105,055), as applied to claim 1 above, in view of Dowling et 
al. (U.S. 6,574,239). 

Regarding claim 9, Pollack-Pizano teach the invention substantially as claimed, as 
aforementioned in claims 1 above, but fails to teach wherein said downloading said attachment 
from said email server is performed in parallel to said preparing a formatted message. 
Dowling, however, teaches background downloading of data that will not be used until later 
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while other processes are occurring, i.e. in parallel to another process [Dovvling Col. 16 lines 
9-12]. 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate the parallel, i.e. background, downloading of data files, i.e. attachments, as taught 
by Dowling into the invention of Pollack-Pizano, in order to allow a user or system to continue 
to process other instructions while another process is occurring in the background, instead of 
waiting for another, non-critical, process to finish. 



6. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pollack (U.S. 
6,505,236), as applied above in claim 14, in view of Slotznick (U.S. 6,01 1,537). 

Regarding claim 16, Pollack teaches the invention substantially as claimed, as 
aforementioned in claim 14 above, but fails to teach downloading the attachment separately from 
said attachment information. 

Slotznick, however, teaches of downloading primary and secondary information containing 
information about a file before downloading the actual full file [Slotznick — Col. 26 lines 62-67 
-Col. 27 lines 1-5] . 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate the downloading of file information before the actual file, as taught by Slotznick 
into the invention of Pollack, in order to reduce the wait time required by one process to continue 
running by downloading only the portion of information that process needs first. 
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7. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pollack (U.S. 
6,505,236) in view of Ubowski (U.S. 6,618,758). 

Regarding claim 19, Pollack teaches the invention substantially as claimed, a method for 
selectively downloading a plurality of portions but not an entirety of a multi-part e-mail message 
to an e-mail client operated by a user from an e-mail proxy [Pollack — Abstract], the method 
comprising the steps of: 

retrieving the multi-part e-mail message from an e-mail server [Pollack — Col. 5 lines 

17-19 - Handle generator receives file name and location, i.e. attachment 

information, of attachment]; 

separating said multi-part e-mail message into a plurality of portions [Pollack Figure 
2, Col. 4 lines 25-29 and Col. 7 lines 3-4 - Entire mail message is retrieved from 
server upon which it is parsed, extracting the attachment from the message, i.e. 
separated]; 

parsing at least one header from said plurality of portions [Pollack -- Col. 4 lines 40-67 - 
Parser processes the message to extract the recipient address which, as is well-known and 
obvious, is stored in a header of the e-mail message]; 

preparing a formatted message by the e-mail proxy for sending to the e-mail client, said 
formatted message containing said plurality of portions but not the entirety of said multi-part e- 
mail message [Pollack -- Figure 2 items 104 and 112 and Col 5 lines 19-22 and 28-32 - 
Formatted message, containing link to downloaded attachment and message body, i.e. text, 
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is created without including the stripped attachment. This constitutes a portion of the 
message but not it's entirety because the attachment is not included]; and 

sending said formatted message to said e-mail client [Pollack Figure 2 item 112, Col. 
5 lines 30-32 and Col. 7 lines 7-11 - Formatted message is sent to recipient without 
attachment]. 

Pollack fails to teach that a preference is used to determine which information to parse/transmit. 
However, as stated above, Pollack does teach parsing the header to extract information, i.e. 
recipient address. 

Ubowski, however, teaches a system for downloading portions of a file, i.e. information, based 
upon preferences set up by a user [Ubowski -- Col. 2 lines 1-4 and 12-16 and Col. 3 lines 35-38 
- User selects and designates, i.e. a preference, which portions of a file to download]. 

Both Pollack and Ubowski are concerned with alleviating network traffic by not downloading 
unnecessary/undesirable files or portions of files. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to incorporate the preferential downloading of files, i.e. information, as taught by 
Ubowski into the invention of Pollack, specifically the parsing of header information, in order to 
give the user more control and allow them to select which portions get downloaded, which in 
turn, will alleviate wasted and unnecessary network traffic. 
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Response to Arguments 



8. Applicant's arguments with respect to claim 1 have been considered but are moot in view 
of the new ground(s) of rejection. 

9. Applicant's arguments filed January 27, 2004 have been fully considered but they are not 
persuasive. 

(A) Applicant contends that Pollack is concerned with storing a message in any type of disk 
or on a network, whereas the present invention is concerned with speed of delivery of the 
message and with the amount of bandwidth used. 

In response to argument A, a recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the prior art. 
See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). Claims are rejected based on the content of the claim, not on the invention's intended 
use. In addition, Pollack clearly states that the system will allow a user to quickly download e- 
mail message bodies [Pollack Col. 1 lines 56-62], i.e. speed of delivery, as the present 
invention also asserts. 
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(B) Applicant contends that the attachment information of Pollack is retrieved after the file is 
downloaded, whereas the present invention downloads the attachment information 
optionally before the attachment. 

As to point B, the applicant's argument with regards to downloading the attachment 
information optionally before the attachment does not commensurate with the claim language 
found in any of claims 1, 8, 14 or 15. Hence, this argument is not being considered. 

(C) Applicant contends the combination of Pollack and Pizano because both methods are 
geared towards the storage of data and further would not enable sending data in a 
streamed manner, whereas, applicant alleges the intended use of the present invention is 
to accelerate transmission rates and to save bandwidth by streaming attachments. 

In response to argument C, a recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the prior art. 
See In re Casey, 1 52 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
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1963). Claims are rejected based on the content of the claim, not on the invention's intended 
use. In addition, Pollack does mention that the system will allow a user to download an 
attachment in a streamed manner [Pollack -- Col. 1 lines 56-62]. In order to stream an 
attachment download, it must be decoded by the system housing the attachment, as is taught by 
Pizano [Pizano — Col. 4 lines 46-49]. Therefore, the combination would result in a system able 
to produce decoded streaming attachments which would allow a user to quickly download, i.e. 
speed the delivery of, an attachment. 



(D) Applicant argues that the background downloading of Dowling requires the user to be 

aware of such downloading, whereas applicant alleges present invention does not require 
user to be aware of such downloading. 

In response to argument D, Slotznick, regardless of whether the user is aware of the 
background downloading, performs background downloading of information. Claim 17 does not 
recite any limitation other than "background downloading. The applicant's argument with 
regards to when or how background downloading occurs does not commensurate with the claim 
language found in claim 17. Hence, this argument is not being considered. 



• * 
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(E) Applicant argues that Pollack in view of Slotznick does not download information about 
the attachment separately from the attachment, whereas claim 16 of the present invention 
calls for downloading the attachment from the attachment information separately. 



In response to argument E, Examiner respectfully disagrees to the argument because 
information about the attachment is downloaded separate from the actual attachment. Slotznick 
teaches that primary information along with a 4K file representing a portion of the secondary 
information [Slotznick — Col. 26 lines 62-65]. In addition, this 4K portion may be downloaded 
before, simultaneously or immediately after the primary information [Slotznick Col. 26 lines 
65-67]. The primary information along with the 4K file represent attachment information, which 
again is downloaded before the actual attachment [Slotznick Col, 26 line 67 - Col. 27 lines 1- 
5]. The primary information with the 4K file provide information about the attachment, 
including information about the contents of the file, i.e. thumbnail or preview. More 
importantly, thumbnails will contain underlying links to the location of the actual file on the 
server. This further provides attachment information which is downloaded separately and before 
the actual file or attachment. The Examiner accordingly demurs to this assertion because 
Slotznick does show the attachment information is downloaded separately from the attachment. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Mauro Jr. whose telephone number is 703-605-1234. 
The examiner can normally be reached on M-F 8:00a.m. - 4:30p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on 703-308-5221. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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